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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION, 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above Is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- ■ If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 30 December 2004 . 
2a)n This action is FINAL. 2b)^ This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-38 is/are pending in the application. 

4a) Of the above claim(s) 10-38 is/are withdrawn from consideration. 

5) 0 ■Claim(s) is/are allowed. 

6) ^ Claim(s) 1,4,5,8 and 9 is/are reiected. 

7) 13 Claim(s) 2,3,6 and 7 is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 15 November 2001 is/are: a)^ accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C, § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
aM All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stgge 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 
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'2)0 Notice of Draftsperson's Patent Drawing Review (PTO-948) 
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Paper No(s)/Mail Date 11/15/01 & 6/9/04 . 



4) n Interview Sumnnary (PTO-413) 
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DETAILED ACTION 
Response to Election 

1 . Applicant's election with traverse of Species I, claims 1 -9, filed 1 2/30/04 is 
acknowledged. The traversal is on the ground(s) that search and examination of the 
entire application would not place a serious burden on the Examiner. 

The Examiner does not agree with the above argument. Even though the claims 
of the present invention would appear to be part of an overlapping search area, MPEP 
§808.01 (a) states "-- Since the claims are directed to independent inventions, 
restriction is proper pursuant to 35 U.S.C. 121 , and it not necessary to show a separate 
status in the art or separate classification". Also, it would require the Examiner to 
search in many different classes and subclasses based on four different species (38 
claims totally). Therefore, the Examiner strongly believes that it would place a serious 
burden on the Examiner if the Examiner has to search the entire application. 

The requirement is still deemed proper and it therefore made FINAL. 

Specification 

2. The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

3. The disclosure is objected to because of the following informalities: 

a. Page 32, line 1 5, "1 2" should be labeled as "1 20". 

b. Page 32, line 24, "1 6" should be "1 60". 
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c. Page 34, line 24, "1 6" should be "1 60". 

d. Page 36, line 12. "1601" should be "1602". 

e. Page 38, line 24, "ray" should be "tray". 
Appropriate correction is required. 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 1 , 4, and 5 are rejected under 35 U.S.C. 1 02(e) as being anticipated by 
Dutta (US Pat. Pub. No. US 2002/0063885 A1 ). 

Dutta discloses an information delivering system comprising: a plurality of 
copying machines 190 and a managing device 170 for managing the copying machines 
190 by the use of a managing database accumulating therein management information 
on each of the copying machine 190 and outputs delivery information (advertisements) 
140 delivered from the managing device 170 from the copying machine 190, wherein 
the managing device includes a delivery request receiving unit 175 which receives a 
delivery request for the delivery information 140 from a delivery client terminal 130 
operated by an information delivery client (paragraph [0023] and Figure 1); a specifying 
unit 185 which specifies the copying machines 190 adapted to the delivery request 
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received by the delivery request receiving unit 175 based on the management 
information accumulated in the managing database 240 (paragraph [0025]; Figures 1 
and 2); and a delivery information transmitting unit 270 which transmits the delivery 
Information 140 requested to be delivered to the copying machine 190 specified by the 
specifying unit 185 (Figures 1 and 2). 

Dutta further discloses the managing device 1 70 further comprises a delivery 
information generating unit 240 which collects the delivery information 140 to be 
delivered to each of the copying machines 190 specified by the specifying unit 185 per 
copying machine 190 so as to generate the delivery information 140 for each of the 
copying machines 190 upon receipt of the delivery request from the plurality of delivery 
client terminals 130, the delivery information transmitting unit 270 transmitting the 
delivery information generated by the delivery information generating unit 240 to each of 
the copying machines 190 specified by the specifying unit 185 (paragraph [0025] and 
Figure 2); and a delivery information storing unit 225 which stores therein the delivery 
information 140 for each of the copying machines 190 generated by the delivery 
information generating unit 240 (Figure 2). 

6. Applicant cannot rely upon the foreign priority papers to overcome this rejection 
because a translation of said papers has not been made of record in accordance with 
37 CFR 1.55. See MPEP§ 201.15. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dutta In 

view of Hobbs (US Pat. Pub. No. US 2002/0080384 A1) and IwazakI (US Pat. No. 

6,705,781 B2). 

Dutta, as discussed above, differs from the instant claimed invention in not 
disclosing the copying machine prints the delivery information at the margin of the 
printing sheet when a document is copied on the printing sheet in the case where the 
copying machine receives the delivery information from the managing device. 

Hobbs discloses printing advertisement 50 with print job 12 includes, for 
example, printing advertisement 50 on a page of print job 12 and/or printing 
advertisement 50 on a separate page of print job 12. Printing advertisement 50 on a 
page of print job 12 includes, for example, printing advertisement 50 in a corner, at a top 
or a bottom, and/or on a back of one or more pages of print job 1 2 (paragraph [0044]). 

Iwazaki discloses advertisement data AD being printed on a lower marginal 
space of a printing medium 23 (page 3, lines 58-61). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to apply the delivery information (advertisement) being printed at 
the margin of the printing sheet as taught by both Hobbs and Iwazaki to the copy 
machine of Dutta so as not to waste the printing medium. 
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9. Applicant cannot rely upon the foreign priority papers to overcome this rejection 
because a translation of said papers has not been made of record in accordance with 
37CFR1.55. See MPEP§ 201.15. 

10. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dutta in 
view of Kawai et al. (US Pat. No. 6,404,994 B1). 

Dutta, as discussed above, differs from the instant claimed invention in not 
disclosing the copying machine displays the delivery information on a console panel of 
the copying machine during a document copying operation in the case where the 
copying machine receives the delivery information from the managing device. 

Kawai et al. discloses a copying machine 10 displays the delivery information on 
a console panel 18 of the copying machine 11 during a document copying operation 
(column 12, lines 37-49). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to apply the delivery information displayed on the console panel of 
the copying machine as taught by Kawai et al. to the copying machine of Dutta to make 
it easier for the user to operate and yet provide effectively a more adequate and much 
larger advertisement effect (Kawai et al., column 12, lines 37-49). 

1 1 . Applicant cannot rely upon the foreign priority papers to overcome this rejection 
because a translation of said papers has not been made of record in accordance with 
37CFR1.55. See MPEP§ 201.15. 
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Allowable Subject Matter 

12. Claims 2, 3, 6, and 7 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Other Prior Art 

1 3. The prior art made of record and not relied upon Is considered pertinent to 
applicant's disclosure. 

Ogawa et al. (US Pat. Pub. No. US 2002/0016972 A1) discloses an information 
delivery system comprising a plurality of copying machines; a managing device; and ad 
servers. 

Okada et al. (US Pat. Pub. No. US 2002/0054324 A1) discloses an information 
delivery system comprising a plurality of copying machines; a managing device; and 
printing fee calculating means. 

Ishijima (US Pat. Pub. No. US 2002/0057451 A1) discloses an information 
delivery system comprising a plurality of copying machines; a managing device; and an 
advertisement database. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sophia S. Chen whose telephone number is (571 ) 272- 
2133. The examiner can normally be reached on M-F (7:00-3:00) First Friday Off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Arthur Grimley can be reached on (571) 272-2136. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). / ^ 




Sophia S. Chen 
Primary Examiner 
Art Unit 2852 
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April 4, 2005 



